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DETAILED ACTION 
Drawings 

1. Figures 1 and 2a-2c should be designated by a legend such as -Prior Art- 
instead of "Conventional Art" because only that which is old is illustrated. See MPEP 
§ 608.02(g). Corrected drawings in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. The replacement 
sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 
1.84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held 
in abeyance. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-6 and 9-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fukuda (US Pat No. 6,127,729). 

Regarding claims 1 and 1 1 , Fukuda teaches a semiconductor chip comprising: 
a plurality of outer edges (consider the corners of chip 3 shown in figs. 2 and 9]; 
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a peripheral area located adjacent to the outer edges (portion of chip 3 that 
includes pads 7,8 and/or 22) [see figs. 2 and 9]; and 

a main circuit area (Internal Circuit A-D) located within the confines of the 
peripheral area, the main circuit area including integrated circuits [see figs. 2 and 9], 

wherein the peripheral area includes chip pads (8) connected to the integrated 
circuits [see figs. 2 and 9], and also a plurality of test pads (7 and/or 22) electrically 
connected to the integrated circuits for testing electrical properties of the integrated 
circuits [see figs. 2 and 9]. 

In addition, Fukuda teaches a tape wiring substrate (1) [see fig. 1]. 

Regarding claims 2 and 12, Fukuda further teaches that the chip pads (8) are 
arranged in rows adjacent the main circuit area of the semiconductor chip, and the test 
pads (7 and/or 22) are located within the rows of chip pads [see figs. 2 and 9]. 

Regarding claims 3 and 13, Fukuda further teaches that the chip pads (8) and 
the test pads (7 and/or 22) are arranged at substantially uniform intervals [see figs. 2 
and 9]. 

Regarding claims 4 and 14, Fukuda further teaches that the test pads (7 and/or 
22) are located at the ends of the rows of chip pads (8) [see figs. 2 and 9]. 

Regarding claims 5 and 15, Fukuda further teaches that the configuration of the 
main circuit area (Internal Circuit A-D) is arranged to form corners, and the test pads (7 
and/or 22) are located near the corners of the main circuit area [see figs. 2 and 9]. 

Regarding claims 6 and 16, Fukuda further teaches that the chip pads (8) are 
arranged in rows parallel to at least one set of opposed outer edges of the 
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semiconductor chip, and the test pads (7 and/or 22) are arranged within the rows of chip 
pads [see figs. 2 and 9]. 

Regarding claim 9, the limitation describing how the test pads are formed (e.g. by 
bump bonding) contains method of process of making characteristics; therefore given 
no patentable weight in determining patentability of the final device structure. Note that 
a "product by process" claim is directed to the product per se, no matter how actually 
made, In re Brown, 173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 
USPQ 324; In re Avery, 186 USPQ 161; In re Wertheim, 191 USPQ 90 (209 USPQ 554 
does not deal with this issue); In re Marosi et al, 218 USPQ 289; and particularly In re 
Thorpe, 227 USPQ 964, all of which make it clear that it is the patentability of the final 
product per se which must be determined in a "product by process" claim, and not the 
patentability of the process, and that an old or obvious product produced by a new 
method is not patentable as a product, whether claimed in "product by process" claims 
or not. Note that applicant has the burden of proof in such cases, as the above case 
law makes clear. 

Regarding claim 10, Fukuda further teaches that the chip comprises one of an 
edge-pad-type chip and a center-pad-type chip (Internal Circuit A-D) [see figs. 2 and 9]. 

4. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Aiki et 

al. (JP 2002-303653). 

Regarding claims 1 and 11, Aiki et al. teaches a semiconductor chip comprising: 
a plurality of outer edges (consider the corners of chip 1 shown in fig. 1]; 
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a peripheral area (2) located adjacent to the outer edges [see fig. 1]; and 

a main circuit area (5) located within the confines of the peripheral area, the main 
circuit area including integrated circuits [see fig. 1], 

wherein the peripheral area includes chip pads (squares without X marks such as 
311-313) connected to the integrated circuits [see fig. 1], and also a plurality of test 
pads (the X marked squares such as 211-213) electrically connected to the integrated 
circuits for testing electrical properties of the integrated circuits [see fig. 1]. 

In addition, Aiki et al. teaches a tape wiring substrate (1) [see fig. 1]. 

Regarding claims 2 and 12, Aiki et al. further teaches that the chip pads (squares 
without X marks such as 311-313) are arranged in rows adjacent the main circuit area 
of the semiconductor chip, and the test pads (the X marked squares such as 211-213) 
are located within the rows of chip pads [see fig. 1]. 

Regarding claims 3 and 13, Aiki et al. further teaches that the chip pads (squares 
without X marks such as 311-313) and the test pads (the X marked squares such as 
21 1-213) are arranged at substantially uniform intervals [see fig. 1]. 

Regarding claims 4 and 14, Aiki et al. further teaches that the test pads (the X 
marked squares such as 211-213) are located at the ends of the rows of chip pads 
(squares without X marks such as 31 1 -31 3) [see fig. 1 ]. 

Regarding claims 5 and 15, Aiki et al. further teaches that the configuration of the 
main circuit area (5) is arranged to form corners (consider the corners of area 5), and 
the test pads (the X marked squares such as 211-213) are located near the corners of 
the main circuit area [see fig. 1]. 
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Regarding claims 6 and 16, Aiki et al. further teaches that the chip pads (squares 
without X marks such as 311-313) are arranged in rows parallel to at least one set of 
opposed outer edges of the semiconductor chip, and the test pads (the X marked 
squares such as 21 1-213) are arranged within the rows of chip pads [see fig. 1]. 

Regarding claims 7 and 17, Aiki et al. further teaches that the test pads (the X 
marked squares such as 211-213) are arranged between the rows of chip pads 
(squares without X marks such as 31 1-313) [see fig. 1 ]. 

Regarding claims 8 and 18, Aiki et al. further teaches that the test pads (the X 
marked squares such as 211-213) are substantially the same dimensional size as the 
chip pads (squares without X marks such as 31 1 -31 3) [see fig. 1 ]. 

Regarding claim 9, the limitation describing how the test pads are formed (e.g. by 
bump bonding) contains method of process of making characteristics; therefore given 
no patentable weight in determining patentability of the final device structure. Note that 
a "product by process" claim is directed to the product per se, no matter how actually 
made, In re Brown, 173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 
USPQ 324; In re Avery, 186 USPQ 161; In re Wertheim, 191 USPQ 90 (209 USPQ 554 
does not deal with this issue); In re Marosi et al, 218 USPQ 289; and particularly In re 
Thorpe, 227 USPQ 964, all of which make it clear that it is the patentability of the final 
product per se which must be determined in a "product by process" claim, and not the 
patentability of the process, and that an old or obvious product produced by a new 
method is not patentable as a product, whether claimed in "product by process" claims 
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or not. Note that applicant has the burden of proof in such cases, as the above case 
law makes clear. 

Regarding claim 10, Aiki et al. further teaches that the chip comprises one of an 
edge-pad-type chip and a center-pad-type chip (5) [see fig. 1]. 

Regarding claims 19-20, Aiki et al. further teaches that the tape wiring substrate 
comprises an insulating base film (1300), wiring patterns (1400) formed on the 
insulating base film, leads (1511) formed integrally with the wiring patterns, and dummy 
leads (1520) electrically isolated from the wiring patterns [see fig. 21 (b)]. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jose R. Diaz whose telephone number is (571) 272- 
1727. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Thomas can be reached on (571) 272-1664. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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